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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114 was filed in 

this application after a decision by the Board of Patent Appeals and 
Interferences, but before the filing of a Notice of Appeal to the Court of 
Appeals for the Federal Circuit or the commencement of a civil action. Since 
this application is eligible for continued examination under 37 CFR 1.114 and 
the fee set forth in 37 CFR 1.17(e) has been timely paid, the appeal has been 
withdrawn pursuant to 37 CFR 1.114 and prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on 
April 17, 2006 has been entered. 

2. Claims 1-21 are now pending. Claims 1, 7, 8 and 15 are independent 
claims. 

Response to Arguments 

3. Applicants' arguments in the Remarks filed concurrently with the RCE 
have been fully considered but are moot in view of the new grounds of 
rejection presented hereinafter. 

Drawings 

4. The drawings filed November 10, 2000 are accepted by the examiner. 

Specification 

5. The specification is objected to because of the following minor 
informalities: 

a. The Abstract recites "[t]he location scenario further may be 
employed" at line 5. The recitation of the limitation is in permissive 
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language. First, the broadest reasonable interpretation of this limitation 
is that the use of the location scenario is optional feature. The use of the 
verb "may be" renders the claimed invention indefinite because it is 
unclear whether or not the location scenarion is included in the subject 
matter of the invention. Accordingly, any arguments that this feature 
provides patentable distinction over the prior art will be unpersuasive. 
Second, the last sentence of the Abstract appears to contradict the claim 
that the location scenario is employed to configure the software 
components being mentioned at lines 2-3 of the Abstract, 
b. The use of trademarks, such as Intel, Cyrix, Nexgen, Digital, 
Siemens, Motorola, etc. has been noted in this application (p. 12). 
Trademarks should be capitalized wherever they appear and be 
accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent 
applications, the proprietary nature of the marks should be respected 
and every effort made to prevent their use in a manner which might 
adversely affect their validity as trademarks. 

To expedite correction on this matter, the examiner suggests the 
following guidelines for Applicant to follow in amending the 
specification: 

i. capitalize each letter of a trademark or accompany the 
trademark with an appropriate designation symbol, e.g., ™ or ®, as 
appropriate; 

ii. use each trademark as an adjective modifying a description 
noun. For example, it would be appropriate to recite "the JAVA 
platform" or "the JAVA programming language." Note that in these 
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examples, "platform" and "programming language" provide 
accompanying generic terminology, describing the context in which the 
trademark is used. By itself, the trademark JAVA specifies only the 
source of the so-labeled products, namely SUN Microsystems, Inc. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this tide. 

7. Claims 1-6 and 7 are rejected under 35 U.S.C. § 101 because 
the claimed invention is directed to non-statutory subject matter. 

Claims 1 and 7 recite a system where all elements (e.g., an interface 
component, a setup component, means for identifying and means for 
determining) would reasonably be interpreted by one of ordinary skill in the art 
in light of the disclosure as software, such that the system is software, per se. 

Claims 1 and 7 are thus drawn to functional descriptive material NOT 
claimed as residing on a computer-readable medium. 

MPEP 2106.IV.B.l(a)(Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are descriptive 
material per se and are not statutory because they are not capable of causing functional change in the 
computer." 

"Such claimed data structures do not define any structural or functional interrelationships 
between the data structure and other claimed aspects of the invention which permit the data 
structure's functionality to be realized." 

Claims 1 and 7, while defining a system, does not define a "computer- 
readable medium" and are thus non-statutory for that reason. A system can 
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range from paper on which the program is written, to a program simply 
contemplated and memorized by a person. 

"In contrast, a claimed computer-readable medium encoded with the data structure defines structural 
and functional interrelationships between the data structure and the computer software and hardware 

components which permit the data structure's functionality to be realized, and is thus statutory." — MPEP 

2106.IV.B.l(a). 

Claims 2-6, which depend from Claim 1, do not appear to limit the 
system to a computer-readable medium either. Therefore, they are also rejected 
under 35 U.S.C. § 101 for the same reasons. 

8. Claims 15-21 are rejected under 35 U.S.C § 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 15 recites computer readable media. Since Applicants' disclosure, 
at p. 13, lines 1-7, indicates that computer-readable media also refer to other 
types of media which are readable by a computer, a broad and reasonable 
interpretation of the computer-readable media would also include carrier wave, 
which is a waveform suitable for modulation by an information-bearing signal, 
which is indeed computer readable. 

A carrier wave is clearly not a "process" under 35 U.S.C. § 101 because it 
is not a series of steps. The other three § 101 classes of machine, compositions 
of matter and manufactures "relate to structural entities and can be grouped as 
'product 5 claims in order to contrast them with process claims." 1 D. Chisum, 
Patents § 1.02 (1994). The three product classes have traditionally required 
physical structure or material. 
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A claimed carrier wave has no physical structure, does not itself perform 
any useful, concrete and tangible result and, thus, does not fit within the 
definition of a machine. 

A claimed carrier wave is not matter, but a form of energy, and therefore 
is not a composition of matter. 

A product is a tangible physical article or object, some form of matter, 
which a carrier wave is not. That the other two product classes, machine and 
composition of matter, require physical matter is evidence that a manufacture 
was also intended to require physical matter. A carrier wave, a form of energy, 
does not fall within one of the four statutory classes of § 101. 

Accordingly, a carrier wave has no physical structure and does not 
perform any useful, concrete and tangible result. 

Also see Interim Guidelines for Examination of Patent Applications for 
Patent Subject Matter Eligibility, October. 26, 2005, Annex IV(c). 

Claims 16-21, which depend from claim 15, are also rejected under 35 
U.S.C. § 101 as being directed to non-statutory subject matter since none of 
them appear to limit the computer-readable medium to a tangible one. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 
§102 that form the basis for the rejection under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent, or 



Application/Control Number: 09/710,143 
Art Unit: 2192 



Page 7 



(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effects for the purposes of this subsection of an application filed in the United 
States and was published under Article 21(2) of such treaty in the English language 

10. Claims 1-21 are rejected under 35 U.S.C. § 102(e) as being anticipated by 
U.S. Patent No. 6,282,711 to Halpern et al ("Halpern"). 
Claim 1 

Halpern discloses at least a system that facilitates configuration of a 
software system being installed, comprising: 

an interface component that obtains location scenario information pertaining to a 
location of a device within a network upon which the software system is to be installed (see at 
least 3:10-16; FIG. 1, item 106; FIG. 2, blocks 2B-1, 2B-2; and related text); 

a setup component that configures the software system based at least in part upon the 
information pertaining to the location of the device within the network by providing at least 
one recommended, selectable component for installation corresponding to such location (see at 
least FIG. 2, blocks 2A-1, 2A-2 5 3, 4, 5 and FIG. 3, blocks 6-7 and related text). 

Claim 2 

The rejection of base claim 1 is incorporated. Halpern further discloses 
the software system further comprises a plurality of available components, the setup component 
selects default components for installation from the plurality of available components based on 
the location scenario information (see at least 5:49-67; it is noted that besides the 
user-selected components, the remaining components are default components 
that are required for a complete installation package). 



Claim 3 
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Rejections of base claim 1 and intervening claim 2 are incorporated. 
Halpern further discloses a component selection user interface that identifies the default 
components and, in response to receiving a user input, selects which of the plurality of available 
components of the software system are to be installed, the operating characteristics for at least 
some of the selected components being controlled as a function of the location scenario 
information (see at least 5:6-48). 

Claim 4 

The rejection of base claim 1 is incorporated. Halpern further discloses 
the setup component further comprises a location user interface component that presents at 
least two locations scenarios associated with installation of the software system, the location 
user interface component sets the location scenario in response to receipt of an associated user 
input (see at least 3:11-16). 

Claim 5 

The rejection of base claim 1 is incorporated. Halpern further discloses 
computer-executable instructions associated with the setup component for accessing stored 
system information and determining configuration characteristics associated with a location 
onto where the software system is being installed, the location scenario being determined based 
on the configuration characteristics (see at least 3:19-38; e.g., "computer-executable 
instructions" is considered to read on Halpern's programmatic links). 

Claim 6 

The rejection of base claim 1 is incorporated. Halpern further discloses 
the software system is a server system that has a plurality of server components and the 
location scenario information is selected from at least two scenarios including a central server 
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scenario and a branch office server scenario (see 3:11-16; the "central server scenario 5 ' 
and "branch office server scenario" are interpreted to read on Halpern's system 
administrator and a regular user templates, respectively). 

Claim 7 

Claim 7 is an independent claim that recites a system for facilitating 
configuration of a software system being installed comprising means for 
performing similar method steps of claim 1. In particular, the "computer," 
"yielding a default/' and "customizable subset of software system component" 
are considered alternative characterization of a "device," "providing 
recommended" and "selectable component," respectively of claim 1. Thus, 
the rejection set forth in claim 1 also applies to claim 7. 

Claim 8 

Claim 8 is an independent claim that recites a method for configuring a 
software system comprising similar method steps of claim 7. The limitation 
". . . a device . . . with respect to disparate devices" is considered to be an 
alternative recitation of "a computer . . . within a network" in claim 7. Thus, 
the rejection of claim 7 also applies to claim 8. 

Claim 9 

The rejection of base claim 8 is incorporated. Since claim 9 recites the 
same feature of claim 2, the same rejection is applied. 
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Claim 10 

Rejections of base claim 8 and intervening claim 9 are incorporated. 
Since claim 10 recites the same feature of user interface that identifies a default 
component of claim 3, the same rejection is applied. 

Claim 11 

Rejections of base claim 8 and intervening claims 9-10 are incorporated. 
Since claim 11 recites the same feature of selecting which of the plurality of 
available components to be installed and the operating characteristics of the 
selected components being controlled as a function of the location scenario 
information of claim 3, the same rejection is applied. 

Claim 12 

The rejection of base claim 8 is incorporated. Since claim 12 recites the 
same feature of claim 4, the same rejection is applied. 

Claim 13 

The rejection of base claim 8 is incorporated. Since claim 13 recites 
similar features as claim 5, the same rejection is applied. 
Claim 14 

The rejection of base claim 8 is incorporated. Since claim 14 recites 
similar features of claim 6, the same rejection is applied. 

Claim 15 

Claim 15 is an independent claim that recites, in an alternative form, a 
computer-readable medium having computer-executable instructions for 
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performing similar steps of claim 1 or claim 7. Therefore, the same rejection is 
applied. 

Claim 16 

The rejection of base claim 15 is incorporated. Since claim 16 recites 
similar features as claim 2, the same rejection is applied. 

Claim 17 

Rejections of base claim 15 and intervening claim 16 are incorporated. 
Since claim 17 recites computer-executable instructions for providing the same 
user interface that identifies a default component of claim 3, the same rejection 
is applied. 

Claim 18 

Rejections of base claim 15 and intervening claims 16-17 are 
incorporated. Since claim 18 recites computer-executable instructions for 
selecting which of the plurality of available components to be installed and the 
operating characteristics of the selected components being controlled as a 
function of the location scenario information of claim 3, the same rejection is 
applied. 

Claim 19 

The rejection of base claim 15 is incorporated. Since claim 19 recites 
computer-executable instructions for providing a user interface that presents 
two possible location scenarios of claim 4, the same rejection is applied. 
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Claim 20 

Rejections of base claim 15 and intervening claim 19 are incorporated. 
Since claim 20 recites computer-executable instructions for performing the 
same feature of claim 6, the same rejection is applied. 

Claim 21 

The rejection of base claim 15 is incorporated. Since claim 21 recites 
computer-executable instructions for performing features that are similarly 
recited in claim 3, the same rejection is applied. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent 
to Applicant's disclosure. 

12. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba 
whose telephone number is (571) 272-3701. The examiner can normally be 
reached on Tuesday-Friday from 7:45 am to 6:15 pm. 

If attempts to reach the examiner are unsuccessful, the examiner's 
supervisor, Tuan Dam can be reached at (571) 272-3695. 

The fax phone number for the organization where this application or 
proceeding is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the TC 2100 Group receptionist (571) 272- 
2100. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
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information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http: / / pair-direct.uspto.gov . Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 



(866) 217-9197 (toll-free). 




ANTONY NGUYEN-BA 
PRIMARY EXAMINER 

May 4, 2006 



